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Application No. 

10/761,100 


Applicant(s) "~ "~* 
BARNHOLT2, STEVEN LEE 


Examiner 

Merrick Dixon 


Art Unit 

1774 





-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER. FROM THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E! Claim(s) 1-42 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) M Claim(s) 1-42 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (0. 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 

2) CD Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) I3 Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/lv1ail Date . 



4) 0 Interview Summary (PTO-4 13) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application {PTOO 52) 

6) □ Other: . 
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DETAILED ACTION 
Reissue Application 

1. The reissue oath/declaration filed with this application is defective because it fails to 
identify at least one error which is relied upon to support the reissue application. See 37 CFR 
1.175(a)(1) and MPEP § 1414. 

2. Claims 1-42 are rejected as being based upon a defective reissue oath under 35 U.S. C. 
251 as set forth above. See 37 CFR 1.175. 

Applicant's statement in the oath "The original patent 5,919,556, claims less than there 
was a right to claim in that it fails to include certain narrowing dependent claims" is improper. 
See MPEP § 1414(II)(C): 

It is not sufficient for an oath /declaration to merely state "this application is being filed 
to correct errors in the patent which may be noted from the changes made in the disclosure. " 
Rather, the oath /declaration must specifically identify an error. In addition, it is not sufficient 
to merely reproduce the claims with brackets and underlining and state that such will identify 
the error. See In re Constant, 827 F.2d 728, 729, 3 USPQ2d 1479 (Fed. Cir.), cert, denied, 484 
U.S. 894 (1987). Any error in the claims must be identified by reference to the specific claim(s) 
and the specific claim language wherein lies the error> A statement of" ... failure to include a 
claim directed to ..." and then presenting a newly added claim, would not be considered a 
sufficient " error" statement since applicant has not pointed out what the other claims lacked 
that the newly added claim has, or vice versa. Such a statement would be no better than saying 
in the reissue oath or declaration that " this application is being filed to correct eirors in the 
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patent which may be noted from the change made by adding new claim 1 0." In both cases, the 
error has not been identified.< 

3. Applicant has not clearly set forth at least one error as follows: 

As set forth in MPEP § 1402, the most common bases for filing a reissue application are: 

(A) the claims are too narrow or too broad; 

(B) the disclosure contains inaccuracies; 

(C) applicant failed to or incorrectly claimed foreign priority; and 

(D) applicant failed to make reference to or incorrectly made reference to prior 
copending applications. 

* According to applicant's declaration the present application now includes narrowing 
dependent claims. Since the original patented claims remain unchanged, applicant has not 
narrowed that which was originally claimed in US 5,919,556, and further, has not clearly set 
forth at least one error that occurred which is relied upon to support the reissue application. 
Applicant's basis for filing, therefore, is improper in a reissue application. 

4. It is brought to applicant's attention that proper amendment guidelines for reissue 
applications should be followed in accordance with MPEP § 1453 as follows: 

All amendment changes must be made relative to the patent to be reissued. Pursuant 
to 37 CFR 1.173(d), any such changes which are made to the specification, including the 
claims, must be shown by employing the following "markings: 

(A) The matter to be omitted by reissue must be enclosed in brackets; and 
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(B) The matter to be added by reissue must be underlined, except for amendments 
submitted on compact discs (pursuant to 37 CFR 1.96 for computer printouts or 
programs, and 37 CFR 1.825 for sequence listings). 

5. 37 CFR 1.173(b)(2) relates to the manner of making amendments to the claims in reissue 
applications. It is not to be used for making amendments to the remainder of the specification or 
to the drawings. 37 CFR 1.173(b)(2) requires that: 

(A) For each claim that is being amended by the amendment being submitted 
(the current amendment), the entire text of the claim must be presented with markings 
as defined above; 

(B) For each new claim added to the reissue by the amendment being 
submitted (the current amendment), the entire text of the added claim must be 
presented completely underlined; 

(C) A patent claim should be canceled by a direction to cancel that claim, there 
is no need to present the patent claim surrounded by brackets; and 

(D) A new claim (previously added in the reissue) should be canceled by a 
direction to cancel that claim 

6. Any inquiry concerning this communication should be directed to Rena L. Dye at 



telephone number 571-272-3186. 




